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Art Unit: 1656 

DETAILED ACTION 



Application status 

Claims 1-23 are pending in the instant application. 



Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 



Group I, claim(s) 1-21 , drawn to a method of screening for useful proteins by 
synthesizing a protein comprising a disulfide bond via the introduction of cysteine 
residues into the amino acid sequence of the protein, and analyzing the function of the 
protein, wherein the method comprises the steps of: (a) preparing one or more mRNAs 
encoding a protein/proteins that comprise at least two cysteine residues, and linking 
each of the prepared mRNAs with puromycin or a puromycin-like compound to obtain 
mRNA-puromycin conjugate(s); (b) contacting a translation system with the mRNA- 
puromycin conjugate(s) obtained in step (a) to synthesize the protein/proteins, and 
preparing mRNA-puromycin- protein conjugate(s); and (c) contacting one or more target 
substances with the mRNA-puromycin-protein conjugate(s) prepared in step (b), and 
determining whether the target substances interact with any one of the proteins within 
the mRNA-puromycin-protein conjugate(s). 

Group II, claim(s) 22, drawn to a synthetic protein-puromycin conjugate obtainable by 
the method of claim 1 or 3, which has 8 to 500 amino acid residues, comprises 2 to 10 
cysteine residues for forming disulfide bonds, and has an association constant to the 
target substance that changes due to oxidation and reduction. 

Group III, claim(s) 23, drawn to a synthetic protein, which is not a protein-puromycin 
conjugate, which has 8 to 500 amino acid residues, comprises 2 to 10 cysteine residues 
for forming disulfide bonds, and has an association constant to the target substance that 
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changes due to oxidation and reduction. 

The inventions listed as Groups l-lll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Where a group of 
inventions is claimed in an application, the requirement of unity of invention shall be 
fulfilled only when there is a technical relationship among those inventions involving one 
or more of the same or corresponding special technical features. The expression 
"special technical features" shall mean those technical features that define a 
contribution which each of the claimed inventions, considered as a whole, makes over 
the prior art. Tabuchi et al. (FEBS Letters, 508 (2001), 309-312, see IDS) teach a 
method comprising steps: (a) preparing a mRNAs encoding His- or Flag-tagged GFP 
that comprising at least two cysteine residues, and linking each of the prepared mRNAs 
with puromycin to obtain mRNA-puromycin conjugates (see Figures 1 and 2 and related 
sections under Materials and Methods); (b) contacting a translation system, i.e., in vitro 
translation system (see section 2.3 under Materials and Methods) with the mRNA- 
puromycin conjugates obtained in step (a) to synthesize the His- or Flag-tagged GFP, 
and preparing mRNA-puromycin-protein conjugates; and (c) contacting target 
substances, i.e., fluorescein-dC-puromycin, Ni-NTA or anti-Flag M2 antibody, with the 
mRNA-puromycin-protein conjugates prepared in step (b), and determining whether the 
target substances interact with said protein conjugates, which anticipates the limitation 
of claim 1 , in the recitation of "A method of screening for useful proteins by synthesizing 
a protein comprising a disulfide bond via the introduction of cysteine residues into the 
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amino acid sequence of the protein, and analyzing the function of the protein, wherein 
the method comprises the steps of: (a) preparing one or more mRNAs encoding a 
protein/proteins that comprise at least two cysteine residues, and linking each of the 
prepared mRNAs with puromycin or a puromycin-like compound to obtain mRNA- 
puromycin conjugate(s); (b) contacting a translation system with the mRNA-puromycin 
conjugate(s) obtained in step (a) to synthesize the protein/proteins, and preparing 
mRNA-puromycin- protein conjugate(s); and (c) contacting one or more target 
substances with the mRNA-puromycin-protein conjugate(s) prepared in step (b), and 
determining whether the target substances interact with any one of the proteins within 
the mRNA-puromycin-protein conjugate(s)," and thus, the shared technical feature of 
the groups is not a "special technical feature", unity of invention between the groups 
does not exist. It is also noted that there is no "special technical feature" shared by 
Groups II and III because the synthetic protein of Group III does not have to be a 
puromycin-conjugate, and as such, it can be completely unrelated structurally and 
functionally to the synthetic protein of Group II. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 
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Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(l). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jae W. Lee whose telephone number is 571-272-9949. 
The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber can be reached on 571-272-0925. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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